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CO 

^ First named inventor: Barth et al. 

CD 

£ Int'l(PCT) Application No.: PCT/EP00/00340 

O 

CM U.S. Application No.: 09/869,871 

U_ 

LU International Filing Date: January 18, 2000 

Priority Date: February 9, 1 999 

Docket No.: 6381-08-M 

For: METHOD FOR PRODUCING SYMMETRICAL AND ASYMMETRICAL 
CARBONATES 

PETITION UNDER 37 CFR 1.137(b) FOR REVIVAL OF AN UNINTENTIONALLY 
ABANDONED INTERNATIONAL PATENT APPLICATION 
DESIGNATING THE U.S. 

Attention: PCT Legal Staff 
Box PCT 

Assistant Commissioner for Patents 
Washington, D.C. 20231 



On July 22, 2002, Applicant filed a petition under 37 CFR 1.181 to withdraw a 

holding of abandonment. Along with the 1.181 petition, Applicant enclosed, among other 

documents, a copy of a Notification of Missing Requirements, a copy of a translation of 

the application in English, and a signed and dated copy of a Response to the Notification 

of Missing Requirements. The Response included an authorization to charge Applicant's 

deposit account processing fees associated with filing the translation after 30 months 

from the priority date. Applicant's 1.181 petition contended that these documents 

constituted a complete reply to the Notification of Missing Requirements and were filed 

within the time period set forth in the Notification of Missing Requirements. To help 
04/07/2003 HAND6RA 00000044 230455 09869B71 
01 FC:1453 1300.00 CH 
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demonstrate that the reply was timely, Applicant included a copy of a return postcard that 
was stamped "Rec'd PCT/PTO 19 FEB 2002." 

In a subsequent Decision on the Request for Withdrawal of Abandonment under 
3 7 CFR 1 . 1 8 1 , mailed February 4, 2003 , the Patent Office held that the above-identified 
application was properly abandoned and dismissed Applicant's petition under 37 CFR 
1.181 without prejudice. The Patent Office concluded that the return postcard could not 
serve as prima facie evidence that the Patent Office had received the English language 
translation of the application on the stamped received date, February 19, 2002, because 
the postcard did not separately identify the English translation of the application. Instead, 
the Decision held that the Patent Office effectively received the English language 
translation of the application on July 22, 2002 — the date the Patent Office received 
Applicant's 1.181 petition. Thus, according to the Decision, the above-referenced 
application became abandoned on April 4, 2002. 

The Decision set a two-month period for reply from the mailing date of February 
4, 2003, making any response by Applicant due on or before April 4, 2003. This petition 
to revive an unintentionally abandoned application for patent under 37 CFR 1.137(b) is 
being filed on April 2, 2003, within the time period set forth in the Decision. 

Applicant hereby petitions for revival of the above-identified application. The 
following items are required for a grantable petition under 37 CFR 1.137(b): 

(1) Petition fee; 

(2) Proper reply; 

(3) Terminal disclaimer with disclaimer fee — required for all international 
applications having an international filing date before June 8, 1995; and a 

(4) Statement that the entire delay was unintentional. 
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With regard to each of the enumerated items: 

1 . Petition fee . Applicant has enclosed a Fee Transmittal for FY 2003 authorizing 
the Patent Office to charge Applicant's deposit account $ 1300 , the petition fee for a non- 
small entity set forth in 37 CFR 1.1 7(m). 

2. Proper Reply . As indicated above, Applicant filed a proper reply in the form of a 
translation of the application into English and processing fee in response to a Notification 
of Missing Requirements Under 35 U.S.C. 371(c) on July 22, 2002. 

3. Terminal disclaimer with disclaimer fee . Since this international application has 
an international filing date after June 8, 1995, no terminal disclaimer is required. 

4. Statement . The entire delay in filing the required reply from the due date for the 
required reply until the filing of a grantable petition under 37 CFR 1 .137(b) was 
unintentional. 

Applicant believes that any fees associated with the filing of the present petition 
have been identified in the fee transmittal that accompanies this paper. However, if any 
additional fees are required in connection with the filing of this petition, and such fees 
have not been identified in the accompanying fee transmittal, please charge deposit 
account number 23-0455. 

Respectfully submitted, 

Matthew J. R^sso, Reg. No. 41,282 
Warner-Lambert Company 
2800 Plymouth Road 
Ann Arbor, MI 48105 
Customer No. 28880 

Enc: Transmittal Form, Fee Transmittal for FY 2003, Associate Power of Attorney, 
Certificate of Express Mailing, Return Postcard 



Date: April 2. 2003 

Telephone No. : (734) 622- 1 747 
Fax No: (734)622-1553 
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Serial No. 


Filing Date 


Examiner 


Group Art 


09/869,871 
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In Re Application Of: Hubert Barth, et al 



Invention: 



METHOD FOR PRODUCING SYMMETRICAL AND ASYMMETRICAL CARBONATES 



TO THE ASSISTANT COMMISSIONER FOR PATENTS: 

Please recognize the following as 0 Associate Attorney □ Associate Agent in this application. 

Name: Matthew J. Russo 

Reg. No.: 41,282 

Address: Warner-Lambert Company 
2800 Plymouth Road 
Ann Arbor, Michigan 48105 



Tel. No. (734)622-1747 




Signature of Principal Attorney or Agent of Record 



Charles W. Ashbrook 
Registration No. 27,610 
Warner-Lambert Company 
2800 Plymouth Road 
Ann Arbor, Michigan 48105 
Telephone: (734) 622-5215 
Facsimile: (734) 622-1553 



Registration Number & Address of Principal Attorney or Agent of Record 



Dated: 



April 2, 2003 



I certify that this document is being deposited on 

with the U.S. Postal Service as first 
class mail under 37 C.F.R. 1 .8 and is addressed to the 
Assistant Commissioner for Patents, Washington, D.C. 
20231. 




Signature Sp/yerson Mailing Correspondence 



Cicely M. Bohms 



Typed or Printed Name of Person Mailing Correspondence 



Associate Power of Attorney Or Agent 
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(Identify type of correspondence) 

Is being deposited with the United States Postal Service "Express Mail Post Office to Addressee" service under 

37 CFR 1 .10 in an envelope addressed to: The Assistant Commissioner for Patents, Washington, D.C. 20231 
on April 2, 2003 

(Date) 



Cicely M. Bohms 



(Typed or Printed Name of Person Mailing Correspondence) 
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